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DETAILED ACTION 
Response to Remarks 
Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-11, 15-17, 19-23, 25-33, 36-40, 42-44, 46-48, 50-55 and 57-60 are rejected 
under 35 U.S.C. 103(a) as being unpatentable over Sundar et al. (US 2003/0134650 Al) in view 
of Beach et al. (US 2004/0072588 Al). 

Regarding claim 1 Sundar teaches a method for accessing a wireless network (see 
paragraph [0058]). Sundar teaches detecting at least one wireless network within which a 
wireless device is located while the wireless device is in a passive scanning mode (see 
paragraphs [0056] & [0058]). Sundar teaches determining whether the at least one wireless 
network is on a list of requested wireless networks (see paragraph [0058]). Sundar does not 
specifically teach a transmit off mode. Beach teaches a transmit off mode (see paragraph 
[0023]). It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to make the device adapt to include a transmit off mode because Sundar teaches 
detecting wireless networks at least without transmitting probe request frames (see Sundar, 
paragraphs [0056] & [0058]) and modifying Sundar to include not transmitting anything would 
allow for an improved method for internetworking a mobile station to operate in WW AN and 
WLAN environments (see Sundar, paragraph [0019]). 



Application/Control Number: 1 0/829,067 Page 3 

Art Unit: 2617 

Regarding claim 2 Sundar teaches wherein detecting comprises receiving at least one 
beacon frame from the at least one wireless network (see paragraphs [0056] & [0058]). 

Regarding claim 3 Sundar and Beach teach a device as recited in claim 1 except for 
switching the wireless device to a transmit on mode and transmitting an access request to the at 
least one wireless network in response to determining that the at least one wireless network is on 
the list of requested wireless networks. Sundar does teach and transmitting an access request to 
the at least one wireless network in response to determining that the at least one wireless network 
is on the list of requested wireless networks (see paragraph [0058]). Beach does teach switching 
a wireless device between a transmit on mode and a transmit off mode (see paragraph [0023]). It 
would have been obvious to one of ordinary skill in the art at the time the invention was made to 
make the device adapt to include switching the wireless device to a transmit on mode and 
transmitting an access request to the at least one wireless network in response to determining that 
the at least one wireless network is on the list of requested wireless networks because it would 
allow for an improved method for internetworking a mobile station to operate in WW AN and 
WLAN environments (see Sundar, paragraph [0019]). 

Regarding claim 4 Sundar and Beach teach a device as recited in claim 1 except for 
automatically switching the wireless device to a transmit on mode in response to determining the 
at least one wireless network is on the list of requested wireless networks. Sundar does teach 
determining the at least one wireless network is on the list of requested wireless networks (see 
paragraph [0058]). Beach does teach switching a wireless device between a transmit on mode 
and a transmit off mode (see paragraph [0023]). It would have been obvious to one of ordinary 
skill in the art at the time the invention was made to make the device adapt to include 
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automatically switching the wireless device to a transmit on mode in response to determining the 
at least one wireless network is on the list of requested wireless networks because it would allow 
for an improved method for intemetworking a mobile station to operate in WW AN and WLAN 
environments (see Sundar, paragraph [0019]). 

Regarding claim 5 Sundar teaches creating a scan list of wireless networks within which 
the wireless device is located (see paragraph [0059]). 

Regarding claim 6 Sundar teaches wherein the scan list comprises an identifier of the at 
least one wireless network (see paragraphs [0059]). 

Regarding claim 7 Sundar teaches wherein the scan list comprises an identifier having a 
service set identifier (SSID) (see paragraphs [0059]). 

Regarding claim 8 Sundar teaches the scan list comprising a set of attributes of the at 
least one wireless network (see paragraph [0059]). 

Regarding claim 9 Sundar teaches comparing a set of attributes of a scan list associated 
with the at least one wireless network with a set of attributes in the list of requested wireless 
networks (see paragraph [0059]). 

Regarding claim 10 Sundar teaches comparing a scan list associated with the list of 
requested wireless networks to determine whether the at least one wireless network is on the list 
of requested wireless networks (see paragraph [0059]). 

Regarding claim 1 1 Sundar teaches determining whether the at least one wireless network 
is a wireless network whose identifier is unknown (see paragraph [0059]). 

Regarding claim 1 5 Sundar teaches at least one wireless local area network within which 
the wireless device is located (see paragraph [0058]). 
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Regarding claim 16 Sundar teaches a method for accessing a wireless network (see 
paragraph [0058]). Sundar teaches activation of a wireless device (see paragraph [0017]). 
Sundar teaches detecting at least one wireless network within which the wireless device is 
located while the wireless device is in a passive scanning mode (see paragraphs [0056] & 
[0058]). Sundar does not specifically teach automatically switching to a transmit off mode in 
response to activation. Beach teaches switching a wireless device between a transmit on mode 
and a transmit off mode (see paragraph [0023]). It would have been obvious to one of ordinary 
skill in the art at the time the invention was made to make the device adapt to include 
automatically switching to a transmit off mode in response to activation and a transmit off mode 
because Sundar teaches detecting wireless networks at least without transmitting probe request 
frames (see Sundar, paragraphs [0056] & [0058]) and modifying Sundar to include not 
transmitting anything would allow for an improved method for internetworking a mobile station 
to operate in WW AN and WLAN environments (see Sundar, paragraph [0019]). 

Regarding claim 1 7 Sundar teaches determining whether the at least one wireless 
network is on a list of requested wireless networks (see paragraph [0058]). 

Regarding claim 19 Sundar and Beach teach a device as recited in claim 2 and is rejected 
given the same reasoning as above. 

Regarding claim 20 Sundar and Beach teach a device as recited in claim 5 and is rejected 
given the same reasoning as above. 

Regarding claim 21 Sundar teaches comparing a list of requested wireless networks with 
a scan list of wireless networks within which the wireless device is located (see paragraphs 
[0058] & [0059]). 
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Regarding claim 22 Sundar and Beach teach a device ass recited in claim 4 and is 
rejected given the same reasoning as above. 

Regarding claim 23 Sundar and Beach teach a device as recited in claim 15 and is 
rejected given the same reasoning as above. 

Regarding claim 25 Sundar and Beach teach a device as recited in claim 3 and is rejected 
given the same reasoning as above. 

Regarding claim 26 Sundar teaches a system for accessing a wireless network, 
comprising a wireless device; and application logic operatively associated with the wireless 
device (see paragraph [0058] and FIG. 7). Sundar teaches detecting at least one wireless 
network within which the wireless device is located while in a passive scanning mode (see 
paragraphs [0056] & [0058]). Sundar does not specifically teach switching to a transmit off 
mode. Beach teaches switching a wireless device between a transmit on mode and a transmit off 
mode (see paragraph [0023]). It would have been obvious to one of ordinary skill in the art at 
the time the invention was made to make the device adapt to include switching to a transmit off 
mode because Sundar teaches detecting wireless networks at least without transmitting probe 
request frames (see Sundar, paragraphs [0056] & [0058]) and modifying Sundar to include not 
transmitting anything would allow for an improved method for internetworking a mobile station 
to operate in WWAN and WLAN environments (see Sundar, paragraph [0019]). 

Regarding claim 27 Sundar and Beach teach a device as recited in claim 1 7 and is 
rejected given the same reasoning as above. 

Regarding claim 28 Sundar and Beach teach a device as recited in claim 4 and is rejected 
given the same reasoning as above. 
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Regarding claim 29 Sundar and Beach teach a device as recited in claim 3 and is rejected 
given the same reasoning as above. 

Regarding claim 30 Sundar and Beach teach a device as recited in claim 2 and is rejected 
given the same reasoning as above. 

Regarding claim 3 1 Sundar and Beach teach a device as recited in claim 5 and is rejected 
given the same reasoning as above. 

Regarding claim 32 Sundar and Beach teach a device as recited in claim 8 and is rejected 
given the same reasoning as above. 

Regarding claim 33 Sundar and Beach teach a device as recited in claim 10 and is 
rejected given the same reasoning as above. 

Regarding claim 36 Sundar and Beach teach a device as recited in claim 15 and is 
rejected given the same reasoning as above. 

Regarding claim 37 Sundar teaches a system for accessing a wireless network (see 
paragraph [0058]). Sundar teaches detecting at least one wireless network within which the 
wireless device is located while in a passive scanning mode (see paragraphs [0056] & [0058]). 
Sundar does not specifically teach switching to a transmit off mode. Beach teaches switching a 
wireless device between a transmit on mode and a transmit off mode (see paragraph [0023]). It 
would have been obvious to one of ordinary skill in the art at the time the invention was made to 
make the device adapt to include switching to a transmit off mode because Sundar teaches 
detecting wireless networks at least without transmitting probe request frames (see Sundar, 
paragraphs [0056] & [0058]) and modifying Sundar to include not transmitting anything would 



Application/Control Number: 1 0/829,067 Page 8 

Art Unit: 2617 

allow for an improved method for internetworking a mobile station to operate in WW AN and 
WLAN environments (see Sundar, paragraph [0019]). 

Regarding claim 38 Sundar and Beach teach teaches a device as recited in claim 4 and is 
rejected given the same reasoning as above. 

Regarding claim 39 Sundar and Beach a device as recited in claim 17 and is rejected 
given the same reasoning as above. 

Regarding claim 40 Sundar and Beach a device as recited in claim 5 and is rejected given 
the same reasoning as above. 

Regarding claim 42 Sundar teaches a system for accessing a wireless network (see 
paragraph [0058]). Sundar teaches application logic operatively associated with the wireless 
device (see paragraph [0035] and Fig. 7). Sundar teaches the application logic adapted to 
identify at least one wireless network (see paragraphs [0056] & [0058]). Sundar does not 
specifically selectively switching between a transmit on mode and a transmit off mode. Beach 
teaches switching a wireless device between a transmit on mode and a transmit off mode (see 
paragraph [0023]). It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to make the device adapt to include selectively switching between a transmit 
on mode and a transmit off mode because Sundar teaches identifying wireless networks at least 
without transmitting probe request frames (see Sundar, paragraphs [0056] & [0058]) and 
modifying Sundar to include not transmitting anything would allow for an improved method for 
internetworking a mobile station to operate in WW AN and WLAN environments (see Sundar, 
paragraph [0019]). 



Application/Control Number: 1 0/829,067 Page 9 

Art Unit: 2617 

Regarding claim 43 Sundar teaches wherein the at least one wireless network comprises a 
wireless local area network (see paragraph [0058]). 

Regarding claim 44 Sundar teaches at least one wireless network comprising an 
infrastructure network (see paragraph [0006]). 

Regarding claim 46 Sundar and Beach teach a device as recited in claim 4 and is rejected 
given the same reasoning as above. 

Regarding claim 47 Sundar and Beach teach a device as recited in claim 5 and is rejected 
given the same reasoning as above. 

Regarding claim 48 Sundar and Beach teach a device as recited in claim 4 and is rejected 
given the same reasoning as above. 

Regarding claim 50 Sundar and Beach teach a device as recited in claim 42 except for 
automatically switching a wireless device to a transmit off mode in response to activation of the 
wireless device, Sundar teaches activation of a wireless device (see paragraph [0017]). Beach 
teaches switching a wireless device between a transmit on mode and a transmit off mode (see 
paragraph [0023]). It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to make the device adapt to include automatically switching a wireless 
device to a transmit off mode in response to activation of the wireless device because this would 
allow for an improved method for intemetworking a mobile station to operate in WW AN and 
WLAN environments (see Sundar, paragraph [0019]). 

Regarding claim 51 Sundar and Beach teach a device as recited in claim 42 except for 
switching the wireless device to a transmit on mode and transmitting an access request to the 
identified wireless network. Sundar does teach transmitting an access request to an identified 
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wireless network (see paragraphs [0057] & [0058]). Beach teaches switching a wireless device 
between a transmit on mode and a transmit off mode (see paragraph [0023]). It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to make the device 
adapt to include switching the wireless device to a transmit on mode and transmitting an access 
request to the identified wireless network because this would allow for an improved method for 
internetworking a mobile station to operate in WW AN and WLAN environments (see Sundar, 
paragraph [0019]). 

Regarding claim 52 Sundar teaches a method for accessing a wireless network (see 
paragraph [0058]). Sundar teaches automatically detecting at least one wireless network within 
which a wireless device is located while the wireless device is on and in a passive mode (see 
paragraph [0058], transmit off mode relates to passive mode). Sundar does not specifically teach 
a transmit off mode. Beach teaches a transmit off mode (see paragraph [0023]). It would have 
been obvious to one of ordinary skill in the art at the time the invention was made to make the 
device adapt to include a transmit off mode because Sundar teaches detecting wireless networks 
at least without transmitting probe request frames (see Sundar, paragraphs [0056] & [0058]) and 
modifying Sundar to include not transmitting anything would allow for an improved method for 
internetworking a mobile station to operate in WW AN and WLAN environments (see Sundar, 
paragraph [0019]). 

Regarding claim 53 Sundar and Beach teach a device as recited in claim 17 and is 
rejected given the same reasoning as above. 

Regarding claim 54 Sundar and Beach a device as recited in claim 4 and is rejected given 
the same reasoning as above. 
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Regarding claim 55 Sundar and Beach a device as recited in claim 5 and is rejected given 
the same reasoning as above. 

Regarding claim 57 Sundar teaches a system for accessing a wireless network, 
comprising a wireless device (see paragraph [0058]). Sundar teaches application logic 
operatively associated with the wireless device (see paragraph [0036] and Fig. 7). Sundar 
teaches application logic adapted to automatically detect at least one wireless network within 
which the wireless device is located while the wireless device is on and in a passive mode (see 
paragraph [0058]). Sundar does not specifically teach a transmit off mode. Beach teaches a 
transmit off mode (see paragraph [0023]). It would have been obvious to one of ordinary skill in 
the art at the time the invention was made to make the device adapt to include a transmit off 
mode because Sundar teaches detecting wireless networks at least without transmitting probe 
request fi-ames (see Sundar, paragraphs [0056] & [0058]) and modifying Sundar to include not 
transmitting anything would allow for an improved method for internetworking a mobile station 
to operate in WW AN and WLAN environments (see Sundar, paragraph [0019]). 

Regarding claim 58 Sundar and Beach teach a device as recited in claim 17 and is 
rejected given the same reasoning as above. 

Regarding claim 59 Sundar and Beach teach a device as recited in claim 4 and is rejected 
given the same reasoning as above. 

Regarding claim 60 Sundar and Beach teach a device as recited in claim 5 and is rejected 
given the same reasoning as above. 
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Claims 12-14, 18, 24, 34-35, 41, 49, 56 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Sundar et al (US 2003/0134650 Al) in view of Beach et al. (US 
2004/0072588 Al) and Whelan et al (US 2004/0003285 Al). 

Regarding claim 12 Sundar and Beach teach a device as recited in claim 1 1 except for 
switching the wireless device to a transmit on mode to identify an unknown wireless network. 
Beach does teach switching a wireless device between a transmit on mode and a transmit off 
mode (see paragraph [0023]). Whelan does teach identifying an unknown wireless network 
device (see paragraph [0036]). It would have been obvious to one of ordinary skill in the art at 
the time the invention was made to make the device adapt to include switching the wireless 
device to a transmit on mode to identify an unknown wireless network because this would allow 
for improved security when internetworking between wireless networks. 

Regarding claim 13 Whelan teaches transmitting at least one probe request frame to 
identify an unknown wireless network (see paragraph [0034]). 

Regarding claim 14 Whelan teaches receiving a probe response frame from the unknown 
wireless network, the probe response frame having an identifier for identifying the unknown 
wireless network (see paragraph [0034]). 

Regarding claim 1 8 Sundar, Beach, and Whelan teach a device as recited in claim 1 1 and 
is rejected given the same reasoning as above. 

Regarding claim 24 Sundar and Beach teach a device as recited in claim 16 except for 
switching the wireless device to a transmit on mode in response to determining that the at least 
one wireless network is a wireless network whose identifier is unknown; and transmitting a 
probe request frame to the at least one wireless network to identify the at least one wireless 
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network. Beach does teach switching a wireless device between a transmit on mode and a 
transmit off mode (see paragraph [0023]). Whelan does teach determining whether a wireless 
network device is a wireless network device whose identifier is unknown (see paragraph [0036]). 
Whelan does teach transmitting at least one probe request fi-ame to identify an unknown wireless 
network (see paragraph [0034]). It would have been obvious to one of ordinary skill in the art at 
the time the invention was made to make the device adapt to include switching the wireless 
device to a transmit on mode in response to determining that the at least one wireless network is 
a wireless network whose identifier is unknown; and transmitting a probe request frame to the at 
least one wireless network to identify the at least one wireless network because this would allow 
for improved security when internetworking between wireless networks. 

Regarding claim 34 Sundar, Beach, and Whelan teach a device as recited in claim 1 1 and 
is rejected given the same reasoning as above. 

Regarding claim 35 Sundar, Beach, and Whelan teach a device as recited in claim 24 and 
is rejected given the same reasoning as above. 

Regarding claim 41 Sundar, Beach, and Whelan teach a device as recited in claim 24 and 
is rejected given the same reasoning as above. 

Regarding claim 49 Sundar, Beach, and Whelan teach a device as recited in claim 24 and 
is rejected given the same reasoning as above. 

Regarding claim 56 Sundar, Beach, and Whelan teach a device as recited in claim 1 1 and 
is rejected given the same reasoning as above. 
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Claim 45 is rejected under 35 U.S.C. 103(a) as being unpatentable over Sundar (US 
2003/0134650 Al) in view of Beach et al. (US 2004/0072588 Al) and Krantz (US 
2004/0153676 Al). 

Regarding claim 45 Sundar and Beach teach a device as recited in claim 42 except for the 
at least one wireless network comprising an ad-hoc, Krantz teaches at least one wireless network 
comprising an ad-hoc network (see paragraph 0029]), It would have been obvious to one or 
ordinary skill in the art at the time the invention was made to make the device adapt to include at 
least one wireless network comprising an ad-hoc network because it is a method of wireless 
communication and it would allow for improved internetworking between wireless networks. 

Response to Arguments 

Applicant's arguments with respect to claims 1-60 have been considered but are moot in 
view of the new ground(s) of rejection. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brandon J. Miller whose telephone number is 571-272-7869. 
The examiner can normally be reached on Mon.-Fri. 8:00 am to 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, George Eng can be reached on 571-272-7495. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 





